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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)[3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-37 is/are pending in the application. 

4a) Of the above claim(s) 2,4-8,20-24,27,28,30 and 32-37 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |3 Claim(s) 1.3-5,9-11.16,20 and 26 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) 1-37 are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-31 , drawn to a catalyst composition, classified in class 502, 
subclass 152. 

II. Claims 32-37, drawn to a polymerization process, classified in class 526, 
subclass 170. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as product and process of use. The inventions can 
be shown to be distinct if either or both of the following can be shown: (1 ) the process 
for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of 
using that product. See MPEP § 806.05(h). In the instant case the catalyst can be used 
in a materially different process such as hydrogenation. 

3. Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art in view of their different 
classification, restriction for examination purposes as indicated is proper. 

4. Because these inventions are independent or distinct for the reasons given 
above and the inventions require a different field of search (see MPEP § 808.02), 
restriction for examination purposes as indicated is proper. 
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5. Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art because of their recognized 
divergent subject matter, restriction for examination purposes as indicated is proper. 

6. This application contains claims directed to the following patentably distinct 
species: various catalyst complexes represented by formula (3) of claim 1 . The species 
are independent or distinct because they are not obvious variations among themselves. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, no claim is generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which depend from or otherwise require all the limitations 
of an allowable generic claim as provided by 37 CFR 1 .141 . If claims are added after 
the election, applicant must indicate which are readable upon the elected species. 
MPEP § 809.02(a). 

7. During a telephone conversation with Attorney William Jackson on February 24, 
2006 a provisional election was made with traverse to prosecute the invention of Group 
I, claims 1, 3-5, 9-19, 25, 26, 29, and 31, with the limitations encompassed by the 
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elected species of [3-tert-butyl-5-methyl-cycto 

butylfluorenyl)dimethylsilane]zirconium dichloride, catalyst 7 of Example 19. Affirmation 
of this election must be made by applicant in replying to this Office action. Claims 2, 4- 
8, 20-24, 27-28, 30, and 32-37 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

8. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

9. The search results indicate that the elected species is novel, thus, the search is 
extended to the species such as diphenylsilanediyl(cyclopentadienyl)(4-t- 
butylfluorenyl)zirconium dichloride and dimethylsilanediyl(cyclopentadienyl)(4- 
methylfluorenyl)zirconium dichloride which are encompassed by claims 1, 3-5, 9-11, 16, 
20 and 26. 

Specification 

10. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a on a separate 
sheet within the range of 50 to 1 50 words. The abstract of the instant application 
contains more than 150 words. Appropriate correction is requested. 
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Claim Rejections - 35 USC §112 

11. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

12. Claims 3-5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The limitation of "Flu is mono-substituted at the 4(5) position and is otherwise 
unsubstituted" is confusing. Does Applicants intend to claim -Flu is mono-substituted 
at 4 or 5 position-? Clarification is requested. 

Claim Rejections - 35 USC § 102 

13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

14. Claims 1,3-5, 9-11, 16, 20 and 26 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Sone et al. (US 6,639,030). 

Sone's metallocenes listed in col. 4, lines 29-35 such as 
diphenylsilanediyl(cyclopentadienyl)(4-f-butylfluorenyl)zirconium dichloride encompass 
the instant claims. 
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1 5. Claims 1 , 3-5, 9-11,1 6, 20 and 26 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Sunaga et al. (US 6,063,725). 

Sunaga's metallocenes listed in col. 6, lines 14-15, 39-40 and 53-54 such as 
isopropylidene(cyclopentadienyl)(4-methylfluorenyl)zirconium dichloride encompass the 
instant claims. 



1 6. There is no prior art teach the elected species of [3-tert-butyl-5-methyl- 
cyclopentadienyl)-(4-phenyl-2,7-di-tert-butylfluorenyl)dimethylsilane]zirconium dichloride 
as the catalyst for the preparation of isotactic polvolefins . 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Caixia Lu whose telephone number is (571 ) 272-1 106. 
The examiner can normally be reached from 9:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful and the matter 
is urgent, the examiner's supervisor, David Wu, can be reached at (571) 272-1 114. The 
fax numbers for the organization where this application or proceeding is assigned is 
(571)273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
1700. 



Allowable Subject Matter 




Caixia Lu, Ph. D. 
Primary Examiner 
March 2, 2006 



